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See the attached Notice of Non-Responsive Amendment.

Elizabeth F. McElwain, Ph.D.
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Response to Amendment
I. Thé reply filed on October 18‘, 2004 is not fully responsive to the prior Office Action
because of the following omission(s) or matter(s): Applicants have cancelled all of the original
claims and submitted new claims, and stated that all of the newly submitted claims should be
examined in the response filed June 21, 2004. However, applicants did not elect one of the _
groups set‘forth in the restriction requirement, and the claims submitted by Applicant are non-
elected by original presentation in that they don’t correspond to any of the groups set forth in
the restriction requirement. In the presént response, Applicaﬁts have still not elected one of
the groups set forth in the restriction reqhirement. Instead, Applicants have argued that the
newly submitted claims were filed “before an action” and therefore, should be treated as
original claims.
2. However, the issuance of the restriction requirement is an office action. Therefore, the
claims filed June 21, 2004 were submitted after an office action had been sent. Applicants
have inserted in brackets “[on the merits]” after the phrase “before an action”, and have
explained in a footnote that “the term ‘action’ is consistently used to refer to action on the
merits”, while restrictions are referred to as “restriction” or “requirement”. The Examiner
disagrees with this reasoning. A restriction requirement is issued as an office action and is
accompanied by the PTO-326 Office Action Summary form. In addiﬁon, the section of the
MPEP 818.02 referred to by Applicants, expressly states when “office action” means “office
action on the merits”. See the second paragraph of MPEP 818.02(a), where it states “claims
originally presented and acted upon by the Office on their merits”, while the preceding

sentence recites that claims can be added and considered as original claims for purposes of
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restriction only “before an action is given”. In this sentence, it does not specify that the
“action” would have to be an “action on the merits”, as is clearly stated in the following
sentence.

3. As stated in the previous Letter of Non-Responsive Amendment, Applicants must elect
a group set forth in the restriction requirement and provide claims that correspond to that
group. See 37 CFR 1.111. Since the above-mentioned reply appears to be bona fide,
applicant is given ONE (1) MONTH or THIRTY (30) DAYS from the mailing date of this
notice, whichever is longer, within which to supply the omission or correction in order to
avoid abandonment. EXTENSIONS OF THIS TIME PERIOD MAY BE GRANTED UNDER

37 CFR 1.136(a).

Any inquiry concerning this communication or earlier commuﬁicati'ons from the
examiner should be directed‘to Elizabeth F. McElwain whose telephone number is (571) 272-
0802. The examiner can normally be reached on increased flex time.

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s
supervisor, Amy Nelson can be reached on (571) 272-0804. The fax phone number for the

organization where this application or proceeding is assigned is 571-273-8300.
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Information regarding the status of an application may be obtained from the Patent
Application Information Retrieval (PAIR) system. Status information for published
applications may be obtained from either Private PAIR or Public PAIR. Status information for
unpublished applications is available through Private PAIR only. For more informaﬁon about
the PAIR system, see http://pair-direct.uspto.gov. Sﬁould you have questions on access to the
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-

free).

ZENR ML
Elizabeth F. McElwain, Ph.D.

" Primary Examiner
Art Unit 1638
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